Request for Reconsideration after Final Action

The table below presents the data as entered.

, Input Fleld ? P Enteré?(‘i !
SERIAL NUMBER ‘ 79074557

LAW OFFICE ASSIGNED LAW OF FICE 102

| MARK SECTION (no change)
ARGUMENT(S)

Likelihood of Confusion

The Examiner continues to cite Registration Nos. 2145559, 1457422 and 2124713 as blocking |
this application due to a likelihood of confusion. The applicant has now amended its
identification of goods and services to further avoid any likelihood of confusion. \

' The applicant notes that although the marks are similar, the applicant's mark features a
fdistinctive design that will serve to alert consumers of a different source from the registered
‘marks. In addition, the goods‘ on which they are used are different and do not commonly come
from the same source. The registered mark is used for goods in classes 3, 8, 9, 14, 16, 18,
and 25. By contrast, the applicant's amended identification of goods claims goods in classes
14, 21, 26 and 44. Only the class 14 goods are claimed by both parties, and the applicant has '
%specifically excluded the registrant’'s goods from its class 14 identification. These are very
different products aimed at different consumers.

fThe differences in the products are shown by the fact that the Nice classification system

?adopted by the USPTO classifies them in different classes. The applicant's goods include
“housewares and embroidery, cufflinks and hair bands while the registrant claims hair care
“products and clothing, purses and belts.

The combination of the differences in the goods and the marks assures that there will be no
likelihood of confusion as to the source of the Applicant's goods. Accordingly, the refusal to
| reglster under Sec’uon 2(d) should be wnthdrawn

GOODS AND/OR SERVICES SECTION (014)(current)

INTERNATIONAL CLASS 014

? DESCRIPT]ON



Jewelry, fashion jewelry, works of art of precious metal, jewelry cases, boxes of precious metal, cuff
links, tie pins, tie-bars, ornamental pins, figurines and statuettes of precious metal, tie pins, badges of

- precious metal, medals, hat ornaments of precious metal, ornaments made of precious metal, earrings

£

gems, semi-precious stones, precious stones, statues of precious metal, statuettes of precious metal,
paste Jewelry

GOODS AND/OR SERVICES SECTION (014)(pr0poscd)
INTERNATIONAL CLASS 014

TRACKED TEXT DESCRIPTION
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pastefewelry; Jewelry excluding timers, watches and alarm clocks; fashion jewelry, works of art of
precious metal, jewelry cases, boxes of precious metal, cuff links, tie pins, tie-bars, ornamental pins,
figurines and statuettes of precious metal, badges of precious metal, medals, hat ornaments of precious

- metal, ornaments made of precious metal, earrings, gems, semi-precious stones, precious stones. statues
ol preclous metal, statuettes of preuous mctdl paste ]ewelry

FINAL DESCRIPTION

Jewelry excludlng timers, watches and alarm clocks fash1on Jewelry, works of art of precious metal

 jewelry cases, boxes of precious metal, cuff links, tie pins, tie-bars, ornamental pins, figurines and
statuettes of precious metal, badges of precious metal, medals, hat ornaments of precious metal,
~ornaments made of precious metal, earrings, gems, semi-precious stones, precious stones, statues of

l

x

.

prec1ous metal statuettes of precrous metal paste Jewelry

GOODS AN /OR SERVICES SECTION (021)(current)

INTERNATIONAL CLASS ; 021

DESCRIPTION

Containers for household or kltchen use, combs halr brushes brush- makmg materrals steel wool

 unworked or semi-worked glass except glass used in building; works of art of porcelain, terra-cotta or

glass, brooms, buckets, shaving brushes, powder and make-up puffs, basins in the nature of receptacles,
shaving brush stands, glass jars, jugs, toothbrushes, electric toothbrushes, electric hair brushes without a
heating aspect, perfume burners, soap dispensers, abrasive sponges for scrubbing the skin, toilet
sponges, sponge holders, comb cases, floss for dental purposes, flasks, cups, scouring pads, nail brushes,
electric hair combs, soap holders, towel-rails, powder compacts, drinking vessels, soap dispensers,
eyebrow brushes torlet brushes t01let sponges

GOODS AND/OR SERVICES SECTION (021)(proposed)

INTERNATIONAL CLASS 021

TRACKED TEXT DESCRIP I‘ION

Contamers for household or krtchen use, combs ha1r brushes brush makmg matenals steel wool,

“unworked or semi-worked glass except glass used in building; wores-otartotporeetain-tersa-cotta-or
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evebren-brushes—totetbrashestottetsportees; works of art of porcelain, terra-cotta or glass, brooms,

- buckets, shaving brushes, basins in the nature of receptacles, shaving brush stands, glass jars, jugs,
toothbrushes, electric toothbrushes. electric hair brushes without a heating aspect, perfume burners, soap
- dispensers, abrasive sponges for scrubbing the skin, toilet sponges, sponge holders, comb cases, floss
for dental purposes, flasks, cups, scouring pads, nail brushes, electric hair combs, soap holders, towel-
T'dlIS. drmkm; vessel; soap dlspensel evebrow brushes, toilet brushes, toilet sponges

FINAL DESCRIPTION

Containers for household or kltchen use, combs ha1r brushes, brush maklng materlals steel wool
unworked or semi-worked glass except glass used in building; works of art of porcelain, terra-cotta or
 glass, brooms, buckets, shaving brushes, basins in the nature of receptacles, shaving brush stands, glass
- jars, jugs, toothbrushes, electric toothbrushes, electric hair brushes without a heating aspect, perfume
burners, soap dispensers, abrasive sponges for scrubbing the skin, toilet sponges, sponge holders, comb
- cases, floss for dental purposes, flasks, cups, scouring pads, nail brushes, electric hair combs, soap

‘ holders towel ralls dr1nk1ng vessels, soap d1spensers eyebrow brushes t011et brushes t01let sponges

: GOODS ANDiOR SERVICES SECTION (026)(current)
INTERNATIONAL CLASS 026

DESCRIPTION

Lace and embr01dery, r1bbons and bra1d buttons hooks and eyes, bobby pins, needles art1ﬁ01al flowers

shoe fasteners, ornamental novelty badges, hair bands, false beards, barrettes and hair-slides, hair

curlers, pins for hair curlers, edgings for clothing, buckles, shoe buckles, brooches, belt clasps, hat

- ornaments not made of precious metal, shoe ornaments not of precious metal, hair pins, hair curling

- pins, hair nets, plaited hair, hair grips and slides, hair clips, false hair, tresses of hair, hair ornaments,
elastic ribbons, ornamental hair pins, fasteners for clothing, false mustaches, birds' feathers for

' ornamentatlon w1gs feathers for ornamentatlon headbands bralds bows for ha1r halr curlmg papers

GOODS AND/OR SERVICES SECTION (026)(pr0posed)

. INTERNATIONAL CLASS 026

TRACKED TEXT DESCRIPTION
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“Lace and embroidery, ribbons and braid, amhcml flowers, ormamental novelty bad;,es, hair bands,

- barrettes and hair-slides, hair curlers, pins for hair curlers, hair pins, hair curling pins, hair nets. plaited
- hair, hair grips and slides, hair clips, false hair, tresses of hair, hair ornaments, elastic ribbons,

" ornamental hair pins, birds' feathers for ornamentation, wigs, feathers for ornamentation, headbands,
“braids, bows for hair




FINAL DESCRIPT]ON

RESPONSE SIGNATURE
- SIGNATORY'S NAME

SIGNATORY'S POSITION

SUBMIT DATE

' TEAS STAMP

: FINAL DESCRIPTION

Lace and embro1dery, rrbbons and brard artrﬁcral ﬂowers ornamental novelty badges ha1r bands

barrettes and hair-slides, hair curlers, pins

for hair curlers, hair pins, hair curling pins, hair nets, plaited

hair, hair grips and slides, hair clips, false hair, tresses of hair, hair ornaments, elastic ribbons,
ornamental hair pins, birds' feathers for ornamentation, wigs, feathers for ornamentation, headbands,

| bralds bows for halr

GOODS AND/OR SERVICES SECTION (044)(current)

INTERNATIONAL CLASS

DESCRIPTION

044

Hygiene and beauty care for humans aromatherapy services, harrdressrng salons harrdressmg services,

“hair implantation, manicuring, massage, hairdressing salons, sauna services, solarium services, visagists' -

services in the nature of services of a make -up artist

GOODS AND/OR SERVICES SECTION (044)(proposed)

INTERNATIONAL CLASS 044

- TRACKED TEXT DESCRIPTION
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servivesrthe-nattire-ofservices-ofatake-up-arttst; Hygiene and beauty care for humans, hairdressing

salons. hairdressing services, hair implantation, manicuring, massage, hairdressing salons, visagists'

'services in the nature of services ol a makc up drtlst

SIGNATURE SECTION

DATE SIGNED

AUTHORIZED SIGNATORY

CONCURRENT APPEAL NOTICE FILED

f FILING INFORMATION SECTION

: /ft/

) Frank Terranella

Hygiene and beauty care for humans hairdressing salons halrdressmg services, hair 1mplantat1on
manrcurrng, massage, harrdressmg salons

vrsaglsts services in the nature of services of a make up artrst

i Attorney for apphcant NY Bar Member

06/01/2011

YES
YES

Wed Jun 01 09:32:30 EDT 2011
USPTO/RFR-216.75.92.26-20
110601093230640120-790745
57-48045¢ff129¢cc7{8fc2ca9

97d2017abf052-N/A-N/A-201
10601092639159326



Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 79074557 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Likelihood of Confusion

The Examiner continues to cite Registration Nos. 2145559, 1457422 and 2124713 as blocking
this application due to a likelihood of confusion. The applicant has now amended its identification
of goods and services to further avoid any likelihood of confusion.

The applicant notes that although the marks are similar, the applicant's mark features a
distinctive design that will serve to alert consumers of a different source from the registered
marks. In addition, the goods on which they are used are different and do not commonly come
from the same source. The registered mark is used for goods in classes 3, 8, 9, 14, 16, 18, and
25. By contrast, the applicant's amended identification of goods claims goods in classes 14, 21,
26 and 44. Only the class 14 goods are claimed by both parties, and the applicant has
specifically excluded the registrant’'s goods from its class 14 identification. These are very
different products aimed at different consumers.

The differences in the products are shown by the fact that the Nice classification system adopted
by the USPTO classifies them in different classes. The applicant's goods include housewares
and embroidery, cufflinks and hair bands while the registrant claims hair care products and
clothing, purses and belts.

The combination of the differences in the goods and the marks assures that there will be no
likelihood of confusion as to the source of the Applicant's goods. Accordingly, the refusal to
register under Section 2(d) should be withdrawn.

CLASSIFICATION AND LISTING OF GOODS/SERVICES



Applicant proposes to amend the following class of goods/services in the application:

Current: Class 014 for Jewelry, fashion jewelry, works of art of precious metal, jewelry cases, boxes of
precious metal, cuff links, tie pins, tie-bars, ornamental pins, figurines and statuettes of precious metal, tie
pins, badges of precious metal, medals, hat ornaments of precious metal, ornaments made of precious
metal, earrings, gems, semi-precious stones, precious stones, statues of precious metal, statuettes of
precious metal, paste jewelry

Original Filing Basis:

Filing Basis Section 66(a), Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Proposed:
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Frett e AR S SeRTS T Se M- PreefotsStofes—precions-stones~tathes-obpreciousmetah-stattettes-of
preetots-re - pastefewe by Jew Lhy excluding timers, watches and alarm clocks; fashion jewelry, works
of art of precious metal, jewelry cases. boxes of precious metal, cuft links. tie pins, tie-bars, ornamental
pins, figurines and statuettes of precious metal, badges of precious metal. medals, hat ornaments of

precious metal, ornaments made of precious metal, earrings. gems. semi-precious stones, precious stones,

statues of precious metal, statuettes of precious metal, paste jewelry

Class 014 for Jewelry excluding timers, watches and alarm clocks; fashion jewelry, works of art of
precious metal, jewelry cases, boxes of precious metal, cuff links, tie pins, tie-bars, ornamental pins,
figurines and statuettes of precious metal, badges of precious metal, medals, hat ornaments of precious
metal, ornaments made of precious metal, earrings, gems, semi-precious stones, precious stones, statues of
precious metal, statuettes of precious metal, paste jewelry

Filing Basis Section 66(a), Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Applicant proposes to amend the following class of goods/services in the application:

Current: Class 021 for Containers for household or kitchen use, combs, hair brushes, brush-making
materials, steel wool, unworked or semi-worked glass except glass used in building; works of art of
porcelain, terra-cotta or glass, brooms, buckets, shaving brushes, powder and make-up puffs, basins in the
nature of receptacles, shaving brush stands, glass jars, jugs, toothbrushes, electric toothbrushes, electric
hair brushes without a heating aspect, perfume burners, soap dispensers, abrasive sponges for scrubbing
the skin, toilet sponges, sponge holders, comb cases, floss for dental purposes, flasks, cups, scouring pads,
nail brushes, electric hair combs, soap holders, towel-rails, powder compacts, drinking vessels, soap
dispensers, eyebrow brushes, toilet brushes, toilet sponges

Original Filing Basis:

Filing Basis Section 66(a), Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Proposed:
Tracked Text Description: Containers for household or kitchen use, combs, hair brushes, brush-making

materlals steel wool, unworked or semi- Worked glass except glass used in bulldmg, wotks-ol-ar-or
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brooms, buckets, shaving brushes, basins in the nature of receptacles, shaving brush stands, glass jars,
Jugs, toothbrushes, electric toothbrushes. electric hair brushes without a heating aspect, perfume burners,
soap dispensers, abrasive sponges for scrubbing the skin. toilet sponges, sponge holders. comb cases, floss
for dental purposes, flasks, cups. scouring pads. nail brushes. electric hair combs, soap holders, towel-
rails, drinking vessels. soap dispensers, eyebrow brushes, toilet brushes. toilet sponges

Class 021 for Containers for household or kitchen use, combs, hair brushes, brush-making materials, steel
wool, unworked or semi-worked glass except glass used in building; works of art of porcelain, terra-cotta
or glass, brooms, buckets, shaving brushes, basins in the nature of receptacles, shaving brush stands, glass
Jars, jugs, toothbrushes, electric toothbrushes, electric hair brushes without a heating aspect, perfume
burners, soap dispensers, abrasive sponges for scrubbing the skin, toilet sponges, sponge holders, comb
cases, floss for dental purposes, flasks, cups, scouring pads, nail brushes, electric hair combs, soap
holders, towel-rails, drinking vessels, soap dispensers, eyebrow brushes, toilet brushes, toilet sponges

Filing Basis Section 66(a), Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Applicant proposes to amend the following class of goods/services in the application:

Current: Class 026 for Lace and embroidery, ribbons and braid, buttons, hooks and eyes, bobby pins,
needles, artificial flowers, shoe fasteners, ornamental novelty badges, hair bands, false beards, barrettes
and hair-slides, hair curlers, pins for hair curlers, edgings for clothing, buckles, shoe buckles, brooches,
belt clasps, hat ornaments not made of precious metal, shoe ornaments not of precious metal, hair pins,
hair curling pins, hair nets, plaited hair, hair grips and slides, hair clips, false hair, tresses of hair, hair
ornaments, elastic ribbons, ornamental hair pins, fasteners for clothing, false mustaches, birds' feathers for
ornamentation, wigs, feathers for ornamentation, headbands, braids, bows for hair, hair curling papers
Original Filing Basis:

Filing Basis Section 66(a), Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

.

Proposed:
T k dT tD : t' .l R i TN DENTOURITUIS 28 MPTUTURRITIENDS B FOTVRES SIS | PEREIINNN CORDES DUTSP-UTDS SO PO 2N PN

racke ex €SCrIPUION: t-HCo- Gt CHra POy - PO O RO BT DU O RS O iRt Oy esr ooty Prifes;
wonarlle RS P BN = DA R PAp s g ST P P UNUPIE NSO T DU 7 P AR SRS MU
FIR RV R S S A AT A L ) S DU T AW i £ 2 8% R4 AT il T ‘wl(/ THC SR 1 [RECE R IR LSS N AW I by [N IVARVAVIS S R O Pun Ui o I | 4 A
TS W) Ly DU RIS ST NPRISIE OFETSN PUTRETSIP Peqvap : NI PRURS D2 PR TIPS R D2 S WIYSPRS | BT P I | PO
SO RET TSSO O U e P ST O - CHT O - SO R T gl T O HORTES S RO DU SIe ST Braoents;

xd g ) AV : ETTNCR MR NPT T ETT TS SIS . AR FREE TN ST oabaat Iy gasaniass
ST S ST R O PRI A S RO T O OO e Chot e SO e ot S o T o Preciotrs ot it Prifrs
PR Loy saisn Yaiapeayeat PN N DD UURN T T Wy MU JESPPI ST TR NPT WP IENI) S NPICINE TIEPP I M TUEOIA s

ot PSS T AR O e e O R e A P O S T SR OSSO R O SR OSO T T

. i RPN 1 NP e . [ T S i b e e N y D PR P N P D I ! o
RO S SIS OO DO RS ORI A - Pt TaRte ne fa MO RSP N e Sr T eSS e e YS ey
DT O DT o NURPE TR SN DI DR MDS s AU SO SIS T JE TR SR SO
Sitrdrre e ot YW s eatne s FRATCI OO0 t g SOOI T IR ORI R g P pers]

Lace and embroidery. ribbons and braid, artificial flowers, ornamental novelty badges, hair bands,
barrettes and hair-slides, hair curlers, pins for hair curlers, hair pins, hair curling pins, hair nets, plaited
hair, hair grips and slides, hair clips. false hair, tresses of hair, hair ornaments, elastic ribbons, ornamental
hair pins, birds' feathers for ornamentation, wigs. feathers for ornamentation, headbands, braids. bows for

hair

Class 026 for Lace and embroidery, ribbons and braid, artificial flowers, ornamental novelty badges, hair
bands, barrettes and hair-slides, hair curlers, pins for hair curlers, hair pins, hair curling pins, hair nets,
plaited hair, hair grips and slides, hair clips, false hair, tresses of hair, hair ornaments, elastic ribbons,




ornamental hair pins, birds' feathers for ornamentation, wigs, feathers for ornamentation, headbands,
braids, bows for hair

Filing Basis Section 66(a), Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Applicant proposes to amend the following class of goods/services in the application:

Current: Class 044 for Hygiene and beauty care for humans, aromatherapy services, hairdressing salons,
hairdressing services, hair implantation, manicuring, massage, hairdressing salons, sauna services,
solarium services, visagists' services in the nature of services of a make-up artist

Original Filing Basis:

Filing Basis Section 66(a), Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Proposed:

Tracked Text Descrlptlon: 1 1)z~ AR e &.} - - .41 }I(.Ill (485 NP el Ellt ‘EI 4 ,ii)) [R5 5 G U § V3 W ;I&,lll\li\/ﬁv\lll

JRPEN FENTUTINR SUIGGTDS PO TPTRET WE ST PLN oI | ST T PTN FEWCE PEE R IR N b S i e A F o R A AT AT B i YA S A A £
SCTUHTRTTITOT TN JS‘!:) L S AL VI DO X2 4 Y ii\i’ <1 [LRSATE R | AT ; (ll:.ﬁyﬁ TIARSA ol O 0“'1112" IRIRS AW S I UER IR A€ 4§ SR L VD IR § L DY
SO STV IEEe STV g IS servees i ettt of-sereiees-obaake eHr-attst] H\/"lcne and bCﬂUty carc

for humans, hairdressing salons, hairdressing services, hair implantation, manicuring, massage,
hairdressing salons, visagists' services in the nature of services of a make-up artist

Class 044 for Hygiene and beauty care for humans, hairdressing salons, hairdressing services, hair
implantation, manicuring, massage, hairdressing salons, visagists' services in the nature of services of a
make-up artist

Filing Basis Section 66(a), Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

SIGNATURE(S)

Request for Reconsideration Signature

Signature: /ft/  Date: 06/01/2011

Signatory's Name: Frank Terranella

Signatory's Position: Attorney for applicant, NY Bar Member

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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